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DETAILED ACTION 
Response to Amendment 
Responsive to Request for Continued Examination (RCE) received February 5, 2007. Claims 1, 4, 
7, 10, 11, and 14 have been amended. Claims 1-16 remain presented for further examination. 
Applicant appears to have inadvertently left out claim 16 from the claim set filed February 5, 
2007. For examination purposes, claim 16 will be assumed to remain as presented in the claims 
set filed February 16, 2006 since no statement regarding any amendments to claim 16 were made 
in the remarks section. Additionally, Applicant is requested to correct the claim status identifier 
for withdrawn claim 10. 

Response to Arguments 
1. Applicant's arguments have been fully considered but they are not persuasive. 

The amendments to the paragraphs [0025] and [0028] of the specification have not been 
entered. 

• In the remarks, the Applicant argues in substance: 

Argument A: Jacob et al do not teach or suggest limitations relating to a direct attached 
storage peripheral or wherein the processor appears to the computer as a direct attached 
storage peripheral 

In response, the Examiner respectfully disagrees. Jacobs et al teach that the user can 
communicate without the need to communicate with any other device in order to connect to the 
cache server, (direct attached storage peripheral). Jacobs et al also teach that the cache server 
can be designated to handle only specific types of requests by examining the header of the 
request, to determine a security profile, the user sending the request, etc. (See fig 4, column 13, 
lines 25-55) and the medium which data requests are received may include direct or indirect 
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communication using wired or wireless communication. (See column 6, lines 5-11). The cache 
server meets the scope of the claimed direct attached storage peripheral. 

Specification 

2. The amendment filed February 5, 2007 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: " Further, those skilled in the art will 
appreciate that such formats allow the CBD 202 to be used as a direct attached storage 
peripheral." in paragraph [0025] of the disclosure and " " as a direct attached storage 
peripheral" in paragraph [0028] of the disclosure. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Independent claims 1, 4, 7, 10, 11, and 14 have been amended to include the 
limitation: " a direct attached storage peripheral" . However, this limitation is not supported in 
the original disclosure. The amendments to the specification, in an attempt to provide support for 
this new limitation, has not been entered and is the subject of the above objection to the 
disclosure under 35 U.S.C. 132(a) . Since the amendments to the specification have not been 
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entered, the claims are therefore unsupported by the disclosure and are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of 
this subsection of an application filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 7 and 9 are rejected under 35 U.S.C. 102(e) as being unpatentable by Jacobs et al 
(U.S. Patent No. 6,732,237). 

7. As per claim 7, A method of providing a file to a computer comprising: 
receiving in a storage device a request from the computer for the file, wherein the 

storage device is in communication with the computer as. a direct attached storage peripheral 
and includes a storage means and a computer interface, the computer interface being adapted to 
enable communications exclusively between the computer and the storage device; (Figure 1, 
Figure 3, 300) 

determining whether the file is cached on the storage means (Fig 3, column 16, lines 42- 

53): 

determining, if the file is not cached on the storage means, whether the file is available 
from a remote file server, and if the file is available from the remote file server, retrieving the 
file from the remote file server (fig 3, column 16, column 16, lines 50-57 and 
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caching the retrieved file on the storage means; and providing to the computer the file on 
a read-only basis if the file is cached on the storage means (Figure 3, column 16, lines 64-65, 
column 11, lines 1-2). 

8. As per claim 9, Jacobs et al teach deleting the cached file from the storage means upon 
receiving a command from the file server to delete the cached file (column 6, lines 39-47). 

Claim Rejections - 35 (JSC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

10. Claims 1-6, 8, 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobs et al (U.S. Patent No. 6,732,237) in view of " Official Notice" . 

11. As per claim 1, Jacobs et al teach a storage device comprising: 

a processor; a computer interface communicably connected to the processor, wherein the 
computer interface is adapted to enable the processor to communicate with a computer as a 
direct attached storage peripheral; a network interface communicably connected to the 
processor to enable the processor to communicate with a remote file server, wherein the 
processor is adapted to employ the network interface for communications exclusively with the 
remote file server (Figure 1, column 4, lines 15-37); and 

a storage means communicably connected to the processor, the processor being adapted 
to have read and write access to the storage means, wherein upon receipt of a file request from 
the computer (Figure 3, 300) the processor is adapted to sequentially (1) determine whether the 
file is cached on the storage means and provide the file to the computer on a read-only basis if 
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the file is cached on the storage means (Figure 3, 302; column 9, lines 3-21), (2) request the file 
from the file server if the file is not cached on the storage means, and if the file is obtainable 
from the file server, cache the obtained file on the storage means and provide the obtained file 
to the computer on a read-only basis (Figure 3). 

Jacobs et al fail to explicitly teach that the processor returns a file unavailable notice to 
the computer if the file is not cached on the storage means and not obtainable from the file 
server. However, However, " Official Notice" is taken that both the concept and advantage of 
using a file unavailable notice such as a " 404-File Not Found " error message is well known 
and expected in the art. It would have been obvious to one of the ordinary skill in the art at the 
time of the applicant's invention to include a file unavailable notice in Jacobs et al' s system 
because doing so would inform a user that the data that the user has requested is unavailable. 

12. As per claims 2, Jacobs et al teach wherein the computer is communicably connected to a 
network server through the network interface (Figure 1, column 4, lines 15-37). 

13. As per claim 3, Jacobs et al teach wherein the storage means comprises random access 
media (Figure 1, column 4, lines 15-37). 

14. As per claim 4. A computer network comprising: 

a file server; a network server; a computer communicably connected to the network 
server, the computer being remotely disposed from the file server and the network server 
(Figure 1); 

a storage device (cache server) communicably connected to the computer and the file 
server, the storage device in communication with the computer as a direct attached storage 
peripheral and comprising a processor, a computer interface, a network interface, and a storage 
means wherein the computer interface is adapted to enable communications exclusively between 
the computer and the storage device; the processor is adapted to employ the network interface 
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for communications exclusively with the remote file server ; the processor is adapted to have 
read and write access to the storage means (Figure 1, column 4, lines 15-37); and 

upon receipt of a file request from the computer (Figure 3, 300) the processor is 
adapted to sequentially (1) determine whether the file is cached on the storage means and 
provide the file to the computer on a read-only basis if the file is cached on the storage means 
(Figure 3, 302; column 9, lines 3-21), (2) request the file from the file server if the file is not 
cached on the storage means, and if the file is obtainable from the file server, cache the obtained 
file on the storage means and provide the obtained file to the computer on a read-only basis 
(Figure 3). 

Jacobs et al fail to explicitly teach that the processor returns a file unavailable notice to 
the computer if the file is not cached on the storage means and not obtainable from the file 
server. However, However, " Official Notice" is taken that both the concept and advantage of 
using a file unavailable notice such as a " 404 -File Not Found " error message is well known 
and expected in the art. It would have been obvious to one of the ordinary skill in the art at the 
time of the applicant's invention to include a file unavailable notice in Jacobs et al' s system 
because doing so would inform a user that the data that the user has requested is unavailable. 

15. As per claim 5, Jacobs et al teach wherein the computer is communicably connected to 
the network server through the storage device (Figure 1, column 4, lines 15-37). 

16. As per claim 6, Jacobs et al teach wherein the storage means comprises random access 
media (Figure 1, column 4, lines 15-37). 

17. As per claim 8, Jacobs et al fail to teach providing to the computer a response indicating 
that the file is not available if the file is not cached on the storage means. However, However, 

" Official Notice" is taken that both the concept and advantage of using a file unavailable notice 
such as a " 404-File Not Found " error message is well known and expected in the art. It 
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would have been obvious to one of the ordinary skill in the art at the time of the applicant's 
invention to include a file unavailable notice in Jacobs et al' s system because doing so would 
inform a user that the data that the user has requested is unavailable. 

18. As per claims 11 and 14, Jacobs et al contains the similar limitations as claim 1, but now 
teaches that the file is a bootstrap file or an operating system file. Although Jacobs et al does 
not explicitly teach that the particular file type is a bootstrap file or an operating system, Jacobs 
et al do teach that the requested data maybe include textual, numerical, multi-media, or other 
types and forms of information suitable for transmission to a user through a network and* may 
adhere to any of a variety of protocols or formats (e.g. HTTP, FTP, HTML, XML) (column 5, line 
66-column 6, line 5). It would have been obvious to one of the ordinary skill in the art at the time 
of the applicant' s invention to recognize that it was merely a matter of choice of 
implementation, which clearly does not require any inventive step. Since the determination 
process is accomplished by assigning file names, extensions or the like, as a determination 
parameter, changing the file type is obvious and is not patentably distinct over Jacobs et al. 

19. As per claim 12, Jacobs et al teach wherein the computer is communicably connected to a 
network server through the network interface (Figure 1, column 4, lines 15-37). 

20. As per claim 13, Jacobs et al teach wherein the storage means comprises random access 
media (Figure 1, column 4, lines 15-37). 

21. As per claim 15, Jacobs et al teach wherein the computer is communicably connected to 
the network server through the storage device (Figure 1, column 4, lines 15-37). 

22. As per claim 16, Jacobs et al teach deleting the cached file from the storage means upon 
receiving notice from the file server that an updated version of the cached file is available 
(column 6, lines 39-47). 



Application/Control Number: 10/017,923 Page 9 

Art Unit: 2152 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The examiner 
can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner s 
supervisor/ Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Ramsey Refai 
Examiner 
Art Unit 2152 
February 11, 2007 




